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L Basis of the report 



1 . This report has been drawn on the basis of {Replacement sheets which have been furnished to the receiving Office in response to an invitation 
under Article 14 are referred to in this report as "originally filed" and are not annexed to the report since they do not contain amendments.): 



^ the international application as originally filed. 
[ [ the description, pages 1-178 



| | the claims, 



pages 
pages 
pages 

Nos. 
Nos. 
Nos. 
Nos. 
Nos. 



m% as originally filed, 
filed with the demand, 
filed with the letter of 
filed with the letter of 



l-18,19(partie) 



19(partie),20,21 



, as originally filed, 

, as amended under Article 19, 

, filed with the demand, 
, filed with the letter of 
, filed with the letter of 



14 December 2001 (14,12.2001) 



| | the drawings, sheets/fig 
sheets/fig 
sheets/fig 
sheets/fig 



, as originally filed, 
, filed with the demand, 
, filed with the letter of 
, filed with the letter of 



2. The amendments have resulted in the cancellation of: 

□ 

the description, pages 

the claims, Nos. 

the drawings, sheets/fig 



3 n This re P ort nas Deen established as if (some of) the amendments had not been made, since they have been considered 
to go beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)). 

4. Additional observations, if necessary: 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 

Continuation of: III. 

The elements in respect of which no international search 
report has been established will not be the subject of an 
international preliminary examination (PCT Rule 66.1(e)). 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Statement 

Novelty (N) 

Inventive step (IS) 
Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



7,8,13,15,18,20 VES 

NO 

7,8,13, 15, 18,20 YES 

NO 

see separate sheet Y es 

NO 



Citations and explanations 

The applicant's attention is drawn to the fact that the 
present opinion relating to novelty, inventive step and 
industrial applicability only applies to those elements in 
respect of which a search report has been established, in 
other words, the compounds of Claims 7, 8, 13, 15, 18 and 
20 and the use thereof for one of the disease states 
mentioned on page 72, lines 19-24. 



1. Claims 7, 8, 13, 15, 18 relate to a composition or 
substance used in methods of medical treatment. 



There is no single PCT criterion for assessing the 
industrial applicability of Claims 7, 8, 13, 15, 18. 
Patentability may also depend on the wording of the 
claims. The European Patent Office, for example, does not 
recognise the industrial applicability of the subject 
matter of claims to the medical use of a compound; it 
does, however, allow claims to the first medical use of a 
known compound or to the use of such a compound in the 
manufacture of a drug for a new medical treatment. 

2. Although the present opinion has been drawn only for 
those elements in respect of which no international search 
report has been established, it is important to note that 
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the subject matter of Claims 1-6, 9-12, 14, 16, 17, 19, 21 
is not novel over the prior art cited in the international 
search report. Indeed, a newly discovered technical effect 
(in the present case new pharmacological properties) does 
not confer novelty on a claim relating to the use of a 
known substance for a known medical treatment. 

Moreover, the applicant is reminded that all the 
embodiments covered by the claims should meet the 
criterion of inventive step. If inventive step relies 
solely on obtaining a technical effect, such as the 
inhibition of monoamine oxidases, of lipid peroxidation 
or, in the present case, sodium channel modulation, 
substantially all the embodiments must result in said 
effect . 

However, in view of the number of compounds claimed, it is 
highly unlikely that all or almost all of said compounds 
have the alleged effect, and therefore that substantially 
all the solutions claimed solve the problem. 

Hence, since the subject matter of Claims 1-6, 9-12, 14, 
16, 17, 19 and 21 in its entirety does not convincingly 
appear to have said technical effect, it cannot involve an 
inventive step. 

3. The subject matter of Claims 7, 8, 13, 15, 18 and 20 
appears to be novel and inventive in view of the prior art 
cited in the international search report (PCT Article 
33 (2) and (3) ) . 

3.1 No document discloses the products of Claim 20, those 
of Claim 18, used as medicaments, or the use of the 
compounds as defined in Claims 7, 8, 13 and 15 to inhibit 
monoamine oxidases and lipid peroxidation or to modulate 
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sodium channels to treat the disease states mentioned on 
page 72, lines 19-24. 

3.2 In view of the prior art, the problem to be solved by 
the present application is that of providing compounds 
having one of the following three effects: inhibiting 
monoamine oxidases, inhibiting lipid peroxidation or 
modulating sodium channels. 

The prior art does not provide any indication that might 
lead a person skilled in the art to select the compounds 
of Claims 7, 8, 13, 15, 18 and 20 to solve the problem 
addressed . 
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VIII. Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully 
supported by the description, are made: 

1. The present Claims 1-6, 9-12, 14, 16, 17, 19 and 21 
relate to a wide variety of compounds. In fact, said 
claims contain so many options, variables, possible 
permutations and conditions that a significant lack of 
clarity and conciseness arises under the terms of PCT 
Article 6. Said claims are so vague that determining the 
subject matter thereof would require undue effort from the 
reader . 



2. The present Claims 1-5 relate to the use of a product 
of general formula (I) to treat diseases that are not 
clearly defined. Definitions such as "inhibiting monoamine 
oxidases'', "inhibiting lipid peroxidation" and "having a 
modulatory effect relative to sodium channels" are vague 
and ambiguous and cast a doubt as to the meaning of the 
technical features (i.e. the diseases) to which they 
refer . 



Inhibiting monoamine oxidases and lipid peroxidation or 
modulating sodium channels cannot be considered on their 
own to be a therapeutic application. Once the mechanism of 
action of a substance has been discovered, it should lead 
to a practical application in the form of an actual 
defined treatment for a disease state. 
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